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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
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5) ^ Claim(s) 29-32 is/are allowed. 

6) E3 Claim(s) 1-5. 10-21. 24-25, 27-28, and 33-36 is/are rejected. 
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DETAILED ACTION 



1. This office action is in response to response filed on January 26, 2004 (Paper No. 10). 
Original application contained Claims 1-38. Presently pending claims are 1-38. 



1 . In view of the Appeal Brief filed on January 26, 2004 (Paper No. 1 0) PROSECUTION IS 
HEREBY REOPENED. A new ground of rejection set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.1 13 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a 
supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) or 
other evidence are permitted. See 37 CFR 1.193(b)(2). 



2. Claims 29-32 are allowed. 

3. Claim 6, 7, 8, 9, 22, 23, 26, 37, and 38 objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Response to Arguments 



Allowable Subject Matter 
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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29 3 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

1. Claims 1-5, 10-21, 24-25, 27-28, and 33-36 are rejected under 35 U.S.C. 102(e) as being 
anticipated by James et al., U. S. Patent 6,179,713. 



2. Regarding Claim 1 James teaches and describes method for enabling a host player to 
select one or more other participants to join in playing a multiplayer online electronic game, 
comprising the steps of: 
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- enabling the host player to create a list of contacts comprising one or more other 
persons who may be interested in participating in playing the multiplayer online electronic game, 
enabling the host player to select one or more of the other persons from among the list of 
contacts to participate in playing the multiplayer online electronic game (col. 14 line 35 to line 
62); 

- automatically sending an electronic invitation to each of the one or more other persons 
selected by the host player, to join in playing the multiplayer online electronic game, and 
enabling each of the one or more other persons who receive the electronic invitation that was 
automatically sent, to selectively join the multiplayer online electronic game as a participant 
(col4 line 64 to col.5 line 21). 

3. Regarding Claim 14 James teaches and describes method for enabling a host player to 
select one or more other players to participate in a multiplayer online electronic game played 
using a plurality of electronic devices linked in communication over a communications network, 
each of said plurality of electronic devices being operated by a different player, the method 
comprising the steps of: 

- enabling the host player to initiate a chat session (col. 13 line 2 to line 8); 

- enabling the host player to invite one or more other players to join the chat session, and 
enabling any of the players who were invited by the host, to be a participant in the chat session 
(col. 14 line 47 to col. 15 line 14); and 

- automatically launching an instance of the multiplayer online electronic game on each 
electronic device being operated by any player participating in the chat session, said step of 
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automatically launching being in response to a game initiating action performed by the host 
player so that any player participating in the chat session automatically becomes a participant in 
the multiplayer online electronic game (col. 13 line 10 to line 36). 

4. Regarding Claim 33 James teaches and describes a system for enabling a host player to 
select one or more other players to participate in playing a multiplayer online electronic game 
played using a plurality of electronic devices linked in communication over a communications 
network, each of said plurality of electronic devices being operated by a different player and 
including: 

- a display on which a user interface is implemented (col. 8 line 45 to line 59); 

- a memory in which a plurality of machine instructions are stored (col.2 line 51 to line 
65); and 

- a processor coupled to the memory for executing said plurality of machine instructions, 
said processor implementing a plurality of functions when executing the machine instructions, 
including (col.l line 15 to line 25): 

- enabling the host player to initiate a chat session (col. 13 line 3 to line 8); 

- enabling the host player to invite one or more other players to join the chat 
session, and enabling any of the players who were invited by the host, to be a participant 
in the chat session (col. 14 line 45 to col. 15 line 14); and 

- automatically launching an instance of the multiplayer online electronic game on 
each electronic device being operated by any player participating in the chat session, said 
step of automatically launching being in response to a game initiating action performed 
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by the host player so that any player participating in the chat session automatically 



becomes a participant in the multiplayer online electronic game (col. 13 line 10 to line 



36). 



5. Claims 2, 4, 10, 11, 13, 15, 16, 21, 24, 25, 27, 28, 34, and 35 are rejected applied as 
above rejecting Claims 1, 14, 29, and 33. Furthermore, James teaches and describes a system and 
method of computer games that is played over computer network, wherein: 

- the step of providing an availability status for each person in the list of contacts so as to 
enable the host player to identify persons in the list of contacts who are currently available to 
participate in playing the multiplayer online electronic game (col.3 line 42 to line 65); 

- the host player is enabled to build a list of chat contacts through use of an online 
messaging service, said list of chat contacts automatically being parsed to create the list of 
contacts (col.3 line 42 to line 65); 

- the steps of providing a list of multiplayer online electronic games to the host player, 
and enabling the host player to select the multiplayer online electronic game from said list of 
multiplayer online electronic games (col.3 line 42 to line 65); 

- the steps of: (a) providing a user interface including a first display area on which the list 
of contacts is displayed and a second display area corresponding to a voice chat session (col. 14 
line 35 to line 62); and 

(b) enabling the host to select the one or more contracts to invite to join the voice chat session by 
selecting one or more contacts from among the list of contacts displayed in the first display area 
and dragging and dropping them onto the second display area (col.8 line 29 to line 36); 
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- computer readable medium having computer executable instructions for performing the 
steps recited in Claim l(col.7 line 60 to col. 8 line 28); 

- the step of providing a network address of the electronic device the host player is using 
and operating so as to enable the host player to invite one or more other players to join in playing 
the multiplayer online electronic game, by referencing said network address (col. 14 line 47 to 
col. 15 line 14); 

- the host player is a member of an online messaging service that enables the host player 
to build a player contact list comprising a list of one or more players with whom the host prefers 
to chat and/or play multiplayer online electronic games, further comprising the steps of: 

(a) displaying the player contact list to the host player (col. 14 line 35 to line 62); and 

(b) enabling the host player to select one or more other players to participate in playing the 
multiplayer online electronic game from the player contact list (col. 8 line 29 to line 36); 

- the step of sending an electronic invitation to join the chat session to each of the one or 
more players invited by the host player to join the chat session (col. 4 line 64 to col. 5 line 21); 

- each player is a member of an online messaging service that enables the player to build 
a player contact list comprising a list of one or more players with whom the player prefers to chat 
and/or play multiplayer online computer games, further comprising the step of: 

(a) providing a list of chat sessions that are being hosted by at least one other player contact in a 
player contact list built by the player (col. 14 line 35 to line 62); and 

(b) enabling the player to join a chat session appearing in the list of chat sessions (col. 8 line 29 to 
line 36); 
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- the step of providing a headset operatively coupled in communication with each of said 
plurality of electronic devices, each headset comprising at least one sound transducer and a 
microphone employed by each players to participate in a voice chat session (Fig.5). 

- the steps of providing a list of multiplayer online electronic games; and enabling the 
host player to select the multiplayer online electronic game that will be played (col.9 line 26 to 
line 41); 

- computer readable medium having computer executable instructions for performing the 
steps recited in Claim 14 (col. 7 line 60 to col.8 line 28); 

- the host player is a member of an online messaging service that enables the host player 
to build a player contact list of one or more players with whom the host may desire to play 
multiplayer online computer games, and wherein execution of the plurality of machine 
instructions further implements the functions of: 

(a) obtaining the player contact list from the online messaging service, and (b) displaying the 
player contact list to the host player (col. 14 line 35 to line 62); and 

(c) enabling the host player to select one or more players to participate in the multiplayer online 
electronic game from the player contact list (col.8 line 29 to line 36); 

- each electronic device includes: (a) a microphone operatively coupled to the electronic 
device and which produces audio signals in response to words spoken by a user into the 
microphone; and (b) at least one sound transducer operatively coupled to the electronic device so 
as to replicate sounds corresponding to an audio data signal received over the communications 
network by the electronic device to which said at least one sound transducer is operatively 
coupled (col. 15 line 50 to line 59). 
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6. Claims 3, 5, 12, 17-19, 22, and 36 are rejected applied as above rejecting Claims 2, 4, 8, 
11, 16, 21, 25, 30, and 35. Furthermore, James describes system and method of on-line 
messaging to facilitate users to select participants, wherein: 

- the step of enabling each person in the list of contacts to select an availability status 
indicating the person's availability for participating in playing a multiplayer online electronic 
game (col. 3 line 42 to col.4 line 34); 

- at least one person in the list of contacts is not currently logged into the online 
messaging service and has been invited to join the multiplayer online electronic game, further 
comprising the step of automatically forwarding the electronic invitation to join the multiplayer 
online electronic game to said at least one person when said at least one person logs into the 
online messaging service (col.8 line 36 to col.9 line 50); 

- a plurality of contacts can be selected and dragged and dropped onto the second display 
area at one time (col. 19 line 26 to line 50); 

- the step of providing an availability status for each player in the player contact list 
(col.3 line 42 to col.4 line 34); 

- the step of enabling each player to select an availability status indicating the player's 
availability to join a chat session (col. 13 line 1 to col. 14 line 37); 

- the steps of: (a) providing a user interface including a first display area on which the list 
of contacts is displayed and a second display area corresponding to a voice chat session (col. 14 
line 35 to line 62); and 
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(b) enabling the host to select the one or more contracts to invite to join the voice chat session by 
selecting one or more contacts from among the list of contacts displayed in the first display area 
and dragging and dropping them onto the second display area (col, 8 line 29 to line 36); 

- the electronic invitation includes an audible announcement apprising any player 
receiving the electronic invitation that the host player has invited the player to join the chat 
session (col. 14 line 47 to col. 15 line 15) 

- execution of the plurality of machine instructions further implements the function of 
sending an electronic invitation to join the chat session to a player invited by the host player to 
join the chat session (col.4 line 64 to line 52, and col. 7 line 60 to col.8 line 28). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Syed Zia whose telephone number is 703-305-3881. The 
examiner can normally be reached on Monday - Friday 9:00 AM to 5:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on 703-305-9648. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Sz 

April 16, 2004 




